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Introduction
You’ve received a letter from the United States Patent and Trademark Office (“USPTO”) 
outlining the reasons why your Trademark application was refused. You’re now given 6 
months to respond. Wait. Take a breath. Before you file a response you need to carefully 
review both your application and the Office Action Letter you received. In my practice I find 
that there are several mistakes commonly made by inexperienced applicants. These are 
secrets that experienced attorneys prefer that you don’t know. Don’t let valuable 
trademark applications get needlessly rejected. Please review and avoid the top 5 mistakes 
made when responding to the USPTO’s action letter.

MISTAKE 1. MANY APPLICANTS RESPOND TOO QUICKLY. 

Look at the second paragraph of the action letter you received, It’s labeled “Issue/Mailing 
Date”. You have six (6) months from that date to respond. Make sure to record and schedule 
that date on your calendar and setup at least two reminders: one for a one week reminder 
and one for a one day reminder. Now that you’ve scheduled the response, you can take your 
time to do it right. Why should you take the time? You see .. between 64% and 83% of all 
Trademark applications are initially refused by the USPTO using an Office Action Letter such 
as the one you received. So…You are not alone. More importantly, in over 96% of the time, 
the examining attorney at the USPTO who sent you the letter is correct. The USPTO is rarely 
wrong. 

Whats does that mean? It means that mistakes 
highlighted in the action letter are likely correct 
and that you will not be able to overcome them 
without a sound and careful strategy. You are not 
in a rush. You have six months to respond so 
take your time and consider the next four 
mistakes to avoid before responding.

EXAMPLE: I recently succeeded in getting a 
client a trademark in a trade-name that was 
already applied for by a different applicant. We 
knew this going in, but were prepared for a 
response. WAIT. We knew that the other application was not filed by an attorney and that it 
subject to an office action letter. We banked on the idea that the other applicant, without an 
attorney, will not be able to successfully challenge the action letter. Once we received our 
Action Letter from the USPTO, we just waited. Five months into our six month wait period, the 
other application was cancelled and we were able to respond to our action letter by citing  the 
cancellation. Sometimes there is power in waiting. 
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MISTAKE 2.  IN RESPONDING, MANY APPLICANTS START BY USING THE USPTO’S 
ONLINE SYSTEM. STOP. THERE IS A BETTER WAY. NEGOTIATE!

Experienced attorneys know that the USPTO’s online system is only a response system. The 
system makes responding easier and faster. It is not, however, a tool to use to try and win an 
argument. You see … when responding to the USPTO’s action letter, you are formulating a 
response meant to correct mistakes and persuade an experienced attorney whose entire 
career is based on reviewing trademark applications. Once a year the USPTO runs an audit 
that checks to see how accurate their attorneys are. With a 96% accuracy rate, these 
attorneys are not likely to be persuaded by a stock response provided by an online system. 
Something else is needed. You need to negotiate with them. 

While the attorneys at the USPTO are rarely wrong in their issuance of an action letter, 
sometimes they may not be getting the full picture. You might have made a small mistake in 
the application that is giving the attorney the wrong picture of your application. You might 
have misunderstood what the application was actually asking you to provide. All of these 
issues can be clarified through negotiations with the USPTO’s attorney.

Don’t be intimidated and schedule an appointment with the examining attorney at the 
USPTO. You might be surprised to find out how accommodating they are. Often they will 

provide you with the answers needed to 
properly structure your response to best 
overcome any objections. Don’t forget, your 
response will go directly back to the same 
examining attorney. If you negotiate a response 
with that same attorney and follow their 
instructions, your chances for a successful 
response increases tremendously. 

EXAMPLE: On one past trademark application I 
handled, a difficult challenge arose. The action 
letter from the USPTO cited a “Likelihood of 
Confusion” as the basis for the attorney’s 

rejection. We expected this response since we 
knew that there was at least another existing registration for a similar mark. I had a plan in 
place on how I would handle this matter. However, before filing a response, I scheduled a 
conference call with the examining attorney. Very quickly, the attorney at the USPTO 
indicated to me the reason behind his concern for a “Likelihood of Confusion”. You see … 
there could be many different reasons. It seems that the examining attorney’s concern was 
different than the one I expected. He even gave me the exact strategy he is looking for to 
permit registration. The response I planned, based on my belief of why a “Likelihood of 
Confusion” existed, would never have changed his mind. Now I had the exact response he 
wanted. The application was accepted quickly thereafter. 
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MISTAKE 3.  MANY APPLICANTS FAIL TO TREAT A RESPONSE TO AN ACTION 
LETTER, AS A FORMAL LEGAL PROCEEDING SIMILAR TO COURT. 

When you filed your trademark application, the process felt similar to an application for a 
drivers license or a voter registration. You knew it was serious, but it seemed fairly straight 
forward. You saw no real consequence other than an accept/reject response. The reality is 
very different. 

The minute you receive your action letter from the USPTO, you are in the middle of a legal 
proceeding. Throughout the process, even if you never speak, you are negotiating with an 
examining attorney. Your original application, the action letter and every written response by 
you or the examining attorney will be made available to the public. Whether or not your 
application is ever accepted, all the information will be forever available publicly. 

Anytime competitors search to see if they can register similar trademarks, they’ll see your 
application. Anytime anyone concerned about infringement of their own existing trademark, 
they can review what you said. If you ever try and defend your trademark in court, all parties 
will scrutinize your application and all related documents and correspondences very carefully. 
All this is just meant to say that this is a very formal proceeding and every written 
correspondence should be carefully reviewed and considered before being submitted.

You can call the examining attorney and discuss your application without fear of being 
recorded, but think twice before submitting any written response. 

Let’s look at a few examples. If an action 
letter raises an issue of “Descriptiveness”, 
the examining attorney is concerned that 
your trademark may be describing the 
underlying product and therefore cannot be 
registered. Words like “Great”, “Pink” or 
“Comfortable” are descriptive. Now you 
may have a great response. The problem is 
that as you are trying to explain why your 
product is not descriptive, you may be 
narrowing your scope of protection. Any 
competitor reviewing your response can 
then try and utilize your explanation as a 
way of getting around your trademark. 

If an action letter raises an issue of “Likelihood of Confusion”, the examine attorney is 
concerned that consumers may confuse your trademark with other existing trademarks. 
That’s ok. You are ready with an explanation of why such a confusion is not likely. The 
problem is, the owner of those trademarks will see your responses. They will discuss it with 
their lawyers and decide if your responses are valid. They may use your responses to file an 
action with the USPTO or in court.
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Anytime you file a response with the USPTO, you are effectively posting a publicly accessible 
document. Every time the examining attorney responses to you, his responses are published 
too. So be careful. be cautious. 

EXAMPLE: Several years ago, I was asked to review an application for a startup. They 
decided to use a trademark that was a funny derivation of an existing mark by a large and 
established corporation. A quick review told me that this will never work. I provided the client 
with an explanation that stated that even if they successfully registered the mark, they may 
be inviting future problems. The client decided to go forward against my advice. Their 
application received an action letter. They were prepared with an answer to defeat a 
“Likelihood of Confusion” concern. Their response was successful and their application was 
then published for opposition by the examining attorney. Sounds like a win. Right? That’s 
when problems started. The large corporation saw the publication and initiated proceeding in 
both the USPTO and in court. Years of litigation followed. 

Be careful what you write in your response to the USPTO. 
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MISTAKE 4.  MANY APPLICANTS BELIEVE THAT THE ONLY WAY TO RESPOND IS 
USING THE ONLINE SYSTEM’S PRE-WRITTEN RESPONSES. FIRST RESEARCH

Many applicants fail to understand that the online application and response system provided 
by the USPTO provides the most commonly used and “canned” responses. The system does 
not provide each and every response possible for an action letter. Sometimes, the best 
choice you can make is between several responses made available by the online response 
system. Many experienced attorneys, however, know that when formulating a legal response, 
many times drafting a free-form response is best. There are are times when experienced 

attorneys, to successfully defeat an action 
letter and shore up your mark against future 
disputes, need to draft responses that look 
and sound very similar to motions filed in 
court. Many times, however, the best 
strategy is to perform an action completely 
outside of the USPTO system. Sometime, 
you have to color outside of the lines.

Let me give you an EXAMPLE. I was once 
presented with a challenging problem. Can 
we resurrect a trademark application filed 
by another attorney that already failed and 
subsequently cancelled? A review of the 
application showed evidence that several 
mistakes were made, including failure to 

negotiate a resolution with the USPTO prior to filing a response to the action letter. The main 
issue was a “Likelihood of Confusion” with a prior filed mark. 

What do we do now? Do we file a new application and wait for another action letter? No. 
Here we decided that we should try and resolve the obvious issues ahead of time. 

So what plan did we settle on? Negotiate with the other applicant. A review of their application 
showed that their date of first use in commerce was subsequent to ours, while their product 
was sufficiently different. The Plan … Negotiate a resolution whereby we would not challenge 
their mark (given our prior use in commerce) while they support our application as not likely 
to lead to any confusion. And in the event our application failed, they would provide us with a 
license to use the mark within certain product categories. 

Don’t assume that the only way for you to respond to an action letter from the USPTO is by 
using their response system. Sometimes, a more creative solution is needed. 

TOP 5 TRADEMARK MISTAKES - LIOR LESER �6



MISTAKE 5.  MANY APPLICANTS BELIVE THAT IF YOU FILED THE APPLICATION 
WITHOUT A LAWYER, YOU CAN NO LONGER GET PROFESSIONAL HELP. 

Many applicants fail to improve their chances of overcoming a refusal by not seeking advice 
from an attorney. Yes I know. You like to do things on you own. You like to save money. That’s 
fine. But now you’re facing a refusal by a professional attorney working for the US 
government. Like it or not, your best chances of overcoming a refusal is by engaging an 
experienced attorney.

According to the USPTO, 82% of trademark applications submitted by attorneys were 
published by the USPTO, meaning they overcame any objection or action letter. On the other 
hand, applications filed by non-attorneys overcame any objection or action letter only 60% of 
the time. Experience matters.

That does not mean that you have to 
spend thousands of dollars engaging an 
attorney. Basically you have two 
options. (1) You can hire an attorney to 
review your file and submit a response 
to an action letter. Generally expect to 
pay somewhere between $1,000 to 
$1,200 per response depending on the 
complexity of the matter. If you think in 
terms of improving your chances (by as 
much as 50%) o f hav ing you r 
application accepted, the investment is 
well worth it. You’re investing in an asset 
that will generate value for years down 
the line.

But … If this cost is outside of your comfort level, another option is available. 

(2) You can engage an experienced attorney to review and advise on your application. Rather 
than having the attorney respond to the action letter, engage an attorney for one hour of their 
time to provide advice. An experienced attorney can review your application and let you know 
if you should respond to an action letter rather than abandon it. An experienced attorney can 
discuss with you any potential infringement action that may be brought by competing marks. 
An attorney can also provide you with advice on how to best respond to each objections 
outlined. You will still have to write and file the response on your own, but at least you will 
have the best strategy needed, based on experience, to over come the action letter.

Don’t fear the cost. You can cost effectively engage experienced attorneys for an hour 
of their time. 
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BONUS: WHAT RESOURCE I USE WHEN PREPARING A RESPONSE TO THE USPTO.

People always want to 
know what resource I use 
when respond ing t o 
Action Letters. Bar-none, 
nothing is better than 
Gilson on Trademark 
published by Matthew 
Bender. Yes, you will 
probably have to go to 
your local law library to 
find this $3,000 book, but 
your time will be well 
s p e n t . Ta k e a l o o k 
especially in Chapter 2 on 
how to handle objections 
based on Distinctiveness 
and Chapter 6 on how to 
handle objections based 
on Likelihood of Confusion. 

… and if during this process you any questions ,feel free to reach out to me, Lior Leser at 
http://web20lawyer.com/book-appointment/ . 

Thank you,

Lior Leser, Esq.
Licensed in California and Florida
www.web20lawyer.com 
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