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Introduction
You decided to register a trademark for your new Domain. You know that merely registering the domain using 
one of the many registrars like GoDaddy.com or Domain.com will not afford you any real legal protection. It also 
does not provide you with a valuable intellectual property. Your new domain name is just a placeholder for your 
new site. Others may come along soon after and create domain names using small variations on your new 
domain. They will work off of your hard work and ingenuity, register similar domains and there will be little you 
can do.

But that’s OK. You thought ahead and decided to register a trademark for your new domain name. That will not 
only protect your actual domain name, but will also prevent others from using similarly spelled or sounding 
domain names. It will prevent others from trying to build competitive websites with domains that are confusingly 
similar to yours.

That’s the power of a registered trademark. It’s the legal authority and protection that the US government can 
give you. But where do you start? You start with a trademark search. 

Many domain owners like to do things on their own. They want to register the trademark on their own without 
hiring an attorney. That’s fine. With a bit of direction, you can self-register your mark. But you’ve got to do it right. 
Skip the registration and start with a trademark search. You must search for any conflicts or prior usages of your 
mark. You must determine if there is likelihood that your domain will be successfully registered. More 
importantly, you must determine if you are potentially infringing on others’ trademark. 

Over the years I’ve spoken to many clients who refused to spend the time (for self-registration) or money (if they 
hire an attorney) to perform a proper trademark search. Many clients spent a great deal of time building their 
website and brand only to realize later on that they were infringing on others’ existing marks. I remember one 
particular case …

Several years ago, I was asked to review an application for a startup. They decided to use a 
trademark that was a funny derivation of an existing mark by a large and established 
corporation. A quick review told me that this will never work. The larger company has used 
that particular derivation in the past though have since stopped. I provided the client with an 
explanation that stated that even if they successfully registered the mark, they may be inviting 
future problems. The client decided to go forward against my advice. You see … they already 
invested money on their brand and didn't want to have to give it up. They should have! The 
large corporation saw the publication and initiated proceeding in both the USPTO and in 
court. Years of litigation followed.

What’s the lesson? Don’t start by filing an application with the United States Patent and Trademark Office 
(“USPTO”). Start with a trademark search. Let the search direct your next step. What does it take to perform a 
trademark search? Below are the steps I take whenever I’m hired too perform trademark searches.
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SEARCH 1. FEDERAL TRADEMARK SEARCH. 

This one is easy. Go the USPTO’s website at http://www.uspto.gov/ and navigate to “Trademarks” and then to 
“Searching Trademarks”. Then choose “Trademark Electronic Search System (TESS)”. 

TESS allows you to search for prior applications and registrations at the USPTO. Here you’ll want to see if: 

• has anyone else registered the exact mark before you;
• has anyone else file an application for the exact mark but failed. Searching for failed/rejected 

applications permit you to see what has not worked in the past and why.
• has anyone else successfully registered similar marks by adding additional words to the mark you 

seek;
• has anyone else successfully registered similar marks by changing the spelling of the mark you seek;
• has anyone else successfully registered similar marks by using similarly sounding variations; 
• has anyone else successfully registered similar marks using different international classes (describing 

usage);

A review of the USPTO’s database is very important. Don’t 
register you mark without first reviewing TESS. It allows 
you to strategize about your application.

EXAMPLE: I recently succeeded in getting a client a 
trademark in a trade-name that was already applied for by 
a different applicant. We knew this going in, but we had a 
strategy. WAIT. We knew that the other application was not 
filed by an attorney and that it was subject to an office 
action letter. The USPTO sends out Action Letters when an 
examining attorney finds a deficiency in a trademark 
application. We knew this by using TESS. We banked on 
the idea that the other applicant, without an attorney, will 
not be able to successfully challenge the action letter. We 
just waited. After the requisite six month waiting period during which the other applicant needed to file a 
response, their application was cancelled and we were able to quickly register an important mark. We would not 
have had any idea about this without a review of TESS. 

SEARCH 2.  STATE TRADEMARK REGISTRATION.  

Every state provides its own trademark registration. If you have a federal trademark, through the USPTO, you 
do not need to register with the state. However, the opposite is not necessarily true. Many business have 
trademarks registered at the state level but not federally. That may be because they are purely local businesses 
who have no need for a more expensive federal trademark. Alternatively, they might have been rejected on the 

federal level and are seeking some protection on the 
state level. Whatever the reason, it is critical that you 
review trademark registrations in each and every state.

Your new domain must have protection across the entire 
US market. Having a potentially infringing trademark in 
one or more states can prevent you from providing 
products or services in that state. 

You would be surprised how many applicants fail to 
search state archives for state-level trademark 
registrations. The problem is two folds. One, by filing with 
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the USPTO, you might end up infringing on a trademark registered on a state level. Two, a state registrant might 
be infringing on your application. It is possible that an applicant on the state level has filed for registration even 
though their commercial usage of the mark started after your commercial usage. By filing on a state level they 
might be undermining your future application.

Don’t skip a search through the state level. Below, I’ve provided a list of each state website for trademark 
registrations. You will have to go through each one and search for trademarks. It can be tedious but it is 
important. 

Alabama: http://www.sos.alabama.gov/BusinessServices/Trademarks.aspx 
Alaska: http://www.commerce.state.ak.us/occ/tmark.htm 
Arizona: http://www.azsos.gov/business_services/tnt/ 
Arkansas: http://www.sos.arkansas.gov/BCS/Pages/default.aspx 
California: http://www.sos.ca.gov/business/ts/ts.htm 
Colorado: http://www.sos.state.co.us/pubs/business/forms_main.html#Trademarks 
Connecticut: http://www.sots.ct.gov/sots/cwp/view.asp?a=3177&q=472426#trade 
Delaware: http://corp.delaware.gov/trademark.shtml 
Florida: http://form.sunbiz.org/cor_t.html 
Georgia: http://sos.ga.gov/index.php/corporations/trademarks__service_marks2 
Hawaii: http://cca.hawaii.gov/breg/registration/trade/ 
Idaho: http://www.sos.idaho.gov/tmarks/tmindex.htm 
Illinois: http://www.cyberdriveillinois.com/publications/business_services/trademark.html 
Indiana: http://www.in.gov/apps/sos/trademarks/ 
Iowa: http://sos.iowa.gov/business/FormsAndFees.html#TradeServiceMarks 
Kansas: http://www.kssos.org/resources/resources_faq_trademark.html 
Kentucky: http://www.sos.ky.gov/bus/tmandsm/Pages/default.aspx 
Louisiana: http://www.sos.la.gov/BusinessServices/FileBusinessDocuments/GetFormsAndFeeSchedule/
Pages/default.aspx 
Maine: http://www.maine.gov/sos/cec/corp/trademarks.html 
Maryland: http://www.sos.state.md.us/Trademarks/Trademarks.html 
Massachusetts: http://www.sec.state.ma.us/cor/corpweb/cortmsm/tmsmfrm.htm 
Michigan: http://michigan.gov/lara/0,4601,7-154-61343_35413_35431---,00.html 
Minnesota: http://www.sos.state.mn.us/index.aspx?page=1093 
Mississippi: http://www.sos.ms.gov/BusinessServices/Pages/Trademarks.aspx 
Missouri: http://www.sos.mo.gov/business/trademark.asp  
Montana: http://sos.mt.gov/business/Trademark/index.asp 
Nebraska: http://www.sos.ne.gov/business/corp_serv/corp_form.html 
Nevada: http://nvsos.gov/index.aspx?page=246 
New Hampshire: http://www.sos.nh.gov/corporate/trademarkleader.htm 
New Jersey: http://www.state.nj.us/treasury/revenue/dcr/geninfo/corpman.shtml#TMSM 
New Mexico: http://www.sos.state.nm.us/Business_Services/Trademark_FAQs.aspx 
New York: http://www.nysl.nysed.gov/tradmark.htm 
North Carolina: http://www.secretary.state.nc.us/trademrk/ 
North Dakota: http://sos.nd.gov/business/business-services/trademark-service-mark 
Ohio: http://www.sos.state.oh.us/sos/Businesses/businessServices/Trademarks%20%20Service
%20Marks.aspx 
Oklahoma: https://www.sos.ok.gov/trademarks/default.aspx 
Oregon: http://sos.oregon.gov/business/Pages/trademarks.aspx 
Pennsylvania: http://www.portal.state.pa.us/portal/server.pt/community/corporations/12457/
registration_of_a_trademark/571894  
Rhode Island: http://sos.ri.gov/business/trademark/ 
South Carolina: http://www.scsos.com/Library_of_Forms_and_Fees#Trademarks 
South Dakota: https://sdsos.gov/business-services/trademark-name-registration/trade-marks.aspx 
Tennessee: http://tennessee.gov/sos/bus_svc/trademarks.htm 
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Texas: http://www.sos.state.tx.us/corp/trademark.shtml 
Utah: http://corporations.utah.gov/business/tm.html 
Vermont: https://www.sec.state.vt.us/corporations/trademarks.aspx 
Virginia: http://www.scc.virginia.gov/srf/bus/tmsm_regis.aspx 
Washington: http://www.sos.wa.gov/corps/Trademarks.aspx 
West Virginia: http://www.sos.wv.gov/business-licensing/trademarkservicemarks/Pages/default.aspx 
Wisconsin: http://www.wdfi.org/Notary_Public_and_Trademarks/defaultTrademark.htm 
Wyoming: http://will.state.wy.us/trademarks/ 
Puerto Rico: https://prtmfiling.f1hst.com/ 

SEARCH 3. CORPORATE NAMES & FICTITIOUS NAMES

Your goal is to find every instance in which your 
domain name is used in the stream of commerce. 
Why? That’s because under common law, even 
absent registration with the USPTO, the first 
company that can prove such usage of a mark will 
be entitled to trademark protection. You might want 
to get trademark protection for www.acme.com 
however a company registered under the name 
Acme, Inc. or using the fictitious name of Acme may 
have prior rights to that mark just because they used 
the name in the normal stream of commerce before 
you did. Most companies first and foremost rely on 
their corporate name as their main commercial 
trademark. Next, some register, on a state level, 
fictitious names to be used in business as well. 
These names, registered buy the individual states, is 
so commonly used in commerce that a thorough search of these databases is critical. Below is a list of state 
Corporate databases where you may search for registered corporate and fictitious names. 

Alabama: http://arc-sos.state.al.us/CGI/CORPNAME.MBR/INPUT 
Alaska: https://www.commerce.alaska.gov/cbp/Main/CBPLSearch.aspx?mode=Corp 
Arizona: http://ecorp.azcc.gov/ 
Arkansas: http://www.sos.arkansas.gov/BCS/Pages/default.aspx 
California: http://kepler.sos.ca.gov/ 
Colorado: http://www.sos.state.co.us/biz/BusinessEntityCriteriaExt.do 
Connecticut: http://www.concord-sots.ct.gov/CONCORD/index.jsp 
Delaware: https://icis.corp.delaware.gov/Ecorp/EntitySearch/NameSearch.aspx 
Florida: http://www.sunbiz.org/search.html 
Georgia: http://sos.ga.gov/index.php/?section=corporations 
Hawaii: https://hbe.ehawaii.gov/documents/search.html 
Idaho: http://www.accessidaho.org/public/sos/corp/search.html?SearchFormstep=crit 
Illinois: http://www.cyberdriveillinois.com/departments/business_services/home.html 
Indiana: http://www.in.gov/sos/business/2436.htm 
Iowa: http://sos.iowa.gov/ 
Kansas: https://www.kansas.gov/bess/flow/main?execution=e1s1 
Kentucky: http://sos.ky.gov/bus/business-filings/OnlineServices/Pages/default.aspx 
Louisiana: https://coraweb.sos.la.gov/CommercialSearch/CommercialSearch.aspx 
Maine: https://icrs.informe.org/nei-sos-icrs/ICRS 
Maryland: http://sdatcert3.resiusa.org/ucc-charter/Pages/CharterSearch/default.aspx 
Massachusetts: http://corp.sec.state.ma.us/corpweb/corpsearch/CorpSearch.aspx 
Michigan: http://www.dleg.state.mi.us/bcs_corp/sr_corp.asp 
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Minnesota: https://mblsportal.sos.state.mn.us/ 
Mississippi: https://corp.sos.ms.gov/corp/portal/c/page/corpBusinessIdSearch/portal.aspx?#clear=1 
Missouri: https://bsd.sos.mo.gov/loginwelcome.aspx?lobID=1 
Montana: https://app.mt.gov/bes/ 
Nebraska: http://www.sos.ne.gov/business/corp_serv/ 
Nevada: http://nvsos.gov/sosentitysearch/ 
New Hampshire: https://www.sos.nh.gov/corporate/soskb/csearch.asp 
New Jersey:  https://www.njportal.com/DOR/BusinessNameSearch/ 
New Mexico:  https://portal.sos.state.nm.us/corps/(S(xfcn3jnqz1lmrcngjkiijv1m))/corplookup/Lookdn.aspx 
New York: http://www.dos.ny.gov/corps/bus_entity_search.html 
North Carolina: http://www.secretary.state.nc.us/search/index/corp 
North Dakota: http://sos.nd.gov/business/business-services 
Ohio: http://www5.sos.state.oh.us/ords/f?p=100:1:0::::: 
Oklahoma: https://www.sos.ok.gov/corp/corpinquiryfind.aspx 
Oregon: http://egov.sos.state.or.us/br/pkg_web_name_srch_inq.login 
Pennsylvania:   https://www.corporations.pa.gov/search/corpsearch 
Rhode Island: http://ucc.state.ri.us/CorpSearch/CorpSearchInput.asp 
South Carolina: http://www.scsos.com/Search%20Business%20Filings 
South Dakota: https://sos.sd.gov/business/search.aspx 
Tennessee: https://tnbear.tn.gov/Ecommerce/FilingSearch.aspx 
Texas: http://www.sos.state.tx.us/Corp/sosda/index.shtml (requires a subscription)
Utah: https://secure.utah.gov/bes/ 
Vermont: https://www.vtsosonline.com/online/BusinessInquire/ 
Virginia: http://www.scc.virginia.gov/clk/bussrch.aspx 
Washington: http://www.sos.wa.gov/corps/search.aspx 
West Virginia: http://apps.sos.wv.gov/business/corporations/ 
Wisconsin: https://www.wdfi.org/apps/CorpSearch/Search.aspx 
Wyoming: https://wyobiz.wy.gov/business/filingsearch.aspx 
Puerto Rico: http://search-sos.org/puerto-rico-pr-business-entity-corporation-search/ 

SEARCH 4. DOMAIN NAMES

Next you must search though all domain names. Yes. I know. You just secured your own domain name. But did 
you notice other domains that are similar to yours? 
Is anyone else using domain names with different 
extensions like .org or .net? Is anyone else using 
your mark as part of a larger domain name. 

For example is anyone using your acme.com as part 
of acmeshirts.com? While you may have found a 
great domain name, are sure that no one else is 
using a close variation that will give them prior use 
rights. 

You already know this but there are many available 
databases for domain name searches including:

• register.com
• domain.com and 
• godaddy.com. 
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SEARCH 5.  PUBLIC RECORDS 

Last, you’ve got to search through a public directory database. What are “public records”? These are essentially 
publicly available databases of listings of name usages, also known as phone books and yellow pages. Yes, that 
old dusty book left on your porch that you immediately put in the recycling bin. You see, these yellow pages 
automatically list commercial usages of names and marks by which businesses wish to be referred to. They may 
be old fashioned but they are extremely useful. 

Of course you don't have to start searching for 
the big book. Find an online directory that 
provides listings across the US. Examples 
include:

• yp.com 
• realpageslive.com and
• superpages.com 

The only problem with these yellow pages is that 
they are local in nature. That would mean that 
you would have to perform many (like 
thousands) of searches across various localities 
just to cover the United States. There are of 
course national databases available for search 
but those require a subscription.  

Next you’ve got to google the mark. Yes. You’ve go search for your own mark online. Are there usages of your 
mark listed under google’s directory. This may sound simplistic but you are searching for any possible 
commercial use of your mark (as expressed in your new domain name) anywhere in the US.

THAT’S IT

You’ve just finished collecting evidence of all current and prior commercial usage of your chosen mark. I know. 
The work is not done yet. You still have to analyze all the work. You still have to figure out if those prior usages 
represent problems for your registration. But that’s the subject of another report.

Good luck with your search. It may seem daunting but its important. You can do it. 

… and if during this process you any questions ,feel free to reach 
out to me, Lior Leser at http://web20lawyer.com/book-
appointment/ . 

Thank you,

Lior Leser, Esq.
Licensed in California and Florida
www.web20lawyer.com 
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